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Mail Stop Appeal Brief - Patents 
Cotmnissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



This is an Appeal Brief under Rule 41.37 appealing the decision of the Primaiy 
Exammer dated October 30, 2007 (the "final OflBce Action")- Each of the topics required by 
Rule 4 1.37 is presented herewith and is labeled appropriately. 
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I. Rea) Part> > in intpri^at 
The real party in interest i$ Hewlett-Packard Development Company. LP, a limited 
partnership established under the laws of tl.e State of Texas and having a principal place of 
business at 20555 S.H. 249 Houston, TX 77070, U.S.A. (hereinafter "HPDC"). HFDC is a 
Texas limited partnership and is a wholly-owned afSliate of Hewlett-Packard Company/a 
Delaware Corporation, headquartered in Palo Alto, CA. The general or managing partner of 
HPDC is mQ Holdings, LLC. 
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n* Relate d Appeals and Interferences 

There are no appeals or interferences related to the present application of which the 
Appellant is aware. 
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llh Status Of Claims 

Under a previous Restinction Requirement, claims 32-47 were withdraxvn from 
consideration and cancelled without prejudice or disclaimer. 

In the final Office Action, claims 12-31 were allowed and are, therefore, not at issue 
in this appeal Consequently, the Appendix does not include claims 12^31. The Exammer 
further indicated the presence of allowable subject matter in dependent claims 2-8. 

Only claims 1 and 9-1 1 were finally rejected in the final Office Action. Accordingly, 

Appellant appeals fi^om the final rejection of claims 1 and 9-1 1, which claims are presented in 
the Appendix. 
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IV« Statu s of AiDcndm^nti! 

No amendments have been filed subsequent to the fmal Office Action of October 30, 
2007, from which AppeJJant takes this appeal. 
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V. Suroiroarv of Claimed Sub ject Matter 
Appellant's specification discloses and claims a method of fonning a component 
interface for use between components of differential volumetric growth rates. In various 
embodiments, this method may include steps such as detemiining dimensional characteristi 
of a component defining an axis of volumetric expansion, defining a center of growth, 
defining a sphere centered on the center of growth, projecting the component onto the sph. 
to define a projection hne, and fonning em interface where a number of planes defming the 
interface each include a point on the projection line, the tangent to that point on the projection 
line, and the center of growth. The surface tangent to each of those planes defines the surface 
of the desired interface. 

The only independent claim at issue on tliis appeal, cJaim 1, recites: 
A metliod of fonrung an interface between components having difFearent rates of 
volumetric expansion {Appellant's specification, paragraph 0014), said method comprising 
fonning an interface surfece (1)0) {Appellant's specification, paragraphs 001 7 and 0032) 
of said interface with respect to a center of growth (120) {Appellant's specification, 
paragraph 0018) such that slippage occurs at said interface between said components during 
volumetric expansion (Appellant's specijication, paragraph 0026). 
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VI. Grou nds of Reiection to be RevieTved on AppeaJ 

The final Office Action raised the foiiowing grounds of rejection. 

(1) ClaiTO ] uas rejected under 35 U.S.C § 102(e) as being anticipated by U.S. 
patent App. Pub. No. 2003/0063826 to Cevasco et ah ("Cevasco"). 

(2) Claims 1 and 9-1 1 were alternatively rejected as being unpatentable under 35 
U.S.C. § 103(a) over the combined teachings of U.S. Patent No. 6,677,069 to Piascik et al. 
("PiascikO and U-S- Patent No, 5,374,086 to Higgins (*^Higgins"). 

According, Appellant hereby requests review of each of these grounds Of rejection in 
the present appeal. 
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VIL Arguroent 

(]) Claim! is paten table over Cevasco: 

Claim J recites: ''A method of fonning an interface between components having 
different rates of voJumctric expansion, said method comprising foiming an interface surface : 
of said interface with respect to a center of gro\Mh such tliat slippage occurs at said interface 
between said components during volumetric expansion/' Appellant vvishes to note that claim 
1 recites a "method of forming an interface," particularly the act of creating an interface "with 
respect to a center o/growth such that slippage occurs at said interface between said 
components during volumetric expansion." (Emphasis added). 

In- contrast, Cevasco fails to teach or suggest this subject matter. In the finaj Office 
Action. Cevasco is cited as teaching an interface (36) between a housing (12) and a bearing 
set (14). (Final Office Action, p. 2). Ho^even Cevasco is entirely silent as to anything 
about how that interface is desi gned or forntetL Appellant notes that the final Office Action 
fails to indicate any teachings jd Cevasco that concern a method of forming an interface as 
recited in claim 1. For at least this reason, this rejection of claim 1 should not be sustained. 

Rather than actually citing teachings that anticipate claim 1 . the fmaj Office Action 
merely attempts to argue that the subject matter of claim 1 is "inherent'' in Cevasco. 
According to the fmal Office Action, "l'i]t is inherent that the method of forming the bearing 
assembly comprises a step of forming an interface surface of the interface with respect to a 
center of growrth. Since the bearing set is a symmetrical component that includes interfaces 
that are partly sphericaK the center of growth is a known variable tliat would be required to 
form the interface.-' (final Office Action, p. 3). Appellant respectfully submits that this 
conclusion is entirely unsupported by any evidence on the record and is clearly incorrect 
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The simplistic analysis of the final Office Action appears to equate the claimed 
**cent6r of gro\^th'' with the center of a single symmetrical component, such as a spherical 
hearing, (final OfRce Action, p. 5). In fact, the Action states that "the center of growth is the 
center of the sphere," referring to the shape of the bearing. (Jd,).. This completely ignores 
what is being claimed. 

Appellant's specification defines "center of growth'' as a specific term of art 
Accordiiag to Appellant's specification, "the center of growth (130) is the intersection of the 
lines drawn along interfaces between the components.'' (Appellant's specificatioHj paragraph 
0026). "The center of growth is a point at which two or more planes containing a portion of 
an interface or interfaces between two components intersect.'' (AppelJant's specification, 
paragraph 001 5). "The center of growth (120) is also a point that will be at the intersection of 
two or more planes which each include a portion of one or more intei'face surfaces between 
components." (Appellant's specification, paj-agraph 0020). Thus, the claimed center of 
growth is not merely defined by the geometric center of a single, spherical bearing. 

WTiere die Appellant's specification has provided an explicit definition for a claim 
tenn, that definition must be used when construing and examining the claims. Marhnan v. 
We.yhucw Instruments, 116 S. Ct. 1384 (1996); McGill, Jnc, v. John Zink Co., 736 F.2d 666, 
674 (Fed. Cir. 1984): ZMI Corp. v. Cardiac ResuscUator Corp. 884 F.2d 1576, 1580, 6 
U.S.P-Q.2d 1557, 1560-61 (Fed. Cir. 1988) ("words must be used in the same way in both the 
claims and the specification."); see also, Lear Sieghr, Inc. v. Aerogyip Corp.] 733 F.2d 881, 
888-89, 221 U.S.P.Q. 1025 (Fed. Cir. 1984); Enviroiech Corp, v. Al George. Inc., 730 F.2d 
753. 759, 221 U.S.P.Q. 473 (Fed. Cir. 1984). 

When Appellant's claims are properly understood, it is clear that the final Office 
Action has failed to identify any prior an teachings that ctnricipate a '^center of gj'owth'' as 
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discJosed and clairoed by the Appellant. As noted above, claim 1 specifically recites "[a] 
method of forming ao interface between components having different rates of volumetric 
expansion, said method comprising ^7-w;>7^ an interface surface of said interface with 
resuect to a center of ^owth such that slippage occurs at said interface between said 
components during voluxnetnc expansion." (Emphasis added). This necessarily imphes that 
the "center of growth/' as defined by tlie Appellant, has been identified prior to forming the 
interface surface such that the interface surface can be formed "with respect'' to that center of 
grovith. Thus, it is in'elevant whether one could, after the fact jdexitify a "center of growth'' 
for Cevasco's interface (36). The question is whether Cevasco teaches the identification of a 
center of growth, as defined and claimed by the Appellant prior to, and as part of, "forming 
an interface surface of said interface with respect to a center of growth such that slippage 
occurs at said interface between said components during volumetric expansion."'' 

Because the cited prior art does hot even teach or suggest the claimed concept of a 
"center of growth," it is unreasonable to suggest, as does the final Office Action, that the prior 
art inherently teaches a method of ''forming an interface surface of said interface with respect 
to a center of growth such that slippage occurs at said interface between said components 
dui'ing volumetric expansion.'' There is absolutely ho reasonable basis on tlie record to reach 
tliis conclusion as does the final Office Action. 

"To establish inherency, the extrinsic evidence 'must make clear that the missing 
descriptive matter is necessarily present in the thing described in the reference, and that it 
would be so recognized by persons of ordinary skill.' 'Inherency, however, may not be 
established by probabilities or possibilities. The mere fact that a certain thing may result from 
a given set of circumstances is not sufficient/*' fn re Robertmn, 49 USPQ2d 1949s 1950 
(Fed. Cir. 1999) (citations omitted). "[T]he examiner must provide a basis in fact and/or 
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technical reasoning to reasonably support the determination that tlie allegedjy inherent 
characteristic necessarily flows from the teachings of the applied prior ait/* Ex parte Levy. 
1 7 USPQ2d 1 461 , 1 464 (BP.Ai \ 990) (emphasis in original); see also, MPEP § 21 1 2 (quoting 
Lev3')- 

CJearly. the final Office Action does not even approach this standard for establishing 
the claimed method is inherent in teachings of Cevasco. For at least this additional reason, 
this rejection of claim 1 should not be sustained. 

"A claim is anticipated [under 35 U.S.C § 102] only if each and every element as set 
forth in the claim is found, either expressly or inherently described, in a single prior art 
reference." Verdegaal Bros, v. Union Oil Co. of California. 2 U.S,P.Q,2d 1051, 1053 (Fed. 
Cir. 1 987). See M.P.E.P, § 2 1 3 L In the present instance, the only relevance Cevasco has to 
claim I is that Cevasco mentions an interface. Cevasco clearly does not. explicitly or 
inherently, teach or suggest the claimed method including 'forming an interface surface of 
said inferface M'iih respect to a center of prOM'rh .-' For at least these reasons, the rejection 
based on Cevasco of claim 1 and its dependent claims should not be sustained. 

(2) , C laims 1 and 9-1 1 are patentable over Piascik and Higgins: 

As noted above, independent claim 1 recites a method of forming an interface. In 
contrast, the cited prior art is devoid of any teachings tliat beai- specifically on a method of 
forming an interface as opposed to merely showing components that are already interfaced 
without describing the method of the interface design or fornxation. 

As cited m tlie final Office Action, Piascik teaches ''a radial solid oxide fuel cell stack 
... comprising components that have different rates of volumetric expansion." (final Office * 
Action, p. 3). However. Piascik docs not teach or suggest anything about a method of 
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forming an interface. In fact, it is unclear why Piascik has been cited. The final Office 
Action does not appear to re]y on Piascik for any particular teaching or suggestion. Hie final 
Office does concede, however, that "Piascik does not expressly teach a method of forming an 
interface comprising a step of foiming an interface surface with respect to a center of 
growth." (Final Office ActioU; p. 4). 

Consequently, the Action cites Higgins- (Jd), The Action argues that Higgins 
"discloses fonning an interface sui-facc on spherical housing *32* such that slippage occurs at 
the interface between the spherical housing and the semispherical flange '26' during thermal 
expansion (See column 2, lines 35-42). It is inherent that the center of growth., which is the 
center of the spherical component, is necessarily detennined in order to forni the interface." 
(final Office Action, p. 4). 

initially. Appellant notes that coL 2, lines 35-42 of Higgins does not include any 
teachings of suggestions about a method of forming an interface, as incorrectly implied by the 
final Office Action. Rather, tliis portion of Higgins merely mentions that. "[i]n response to 
vibrations and thermal expansion, the spherical housing 32 is free to articulate wthin the 
semispherical flange 26." (Higgins. col. 2, lines 39-42), 

Thus, as above with Cevasco, the cited prior ait does not actually teach an explicit 
method of forming an interface. Therefore, the position of the final Office Action boils dowTi 
merely to the misupported conclusion that "[i]t is inhef^nt that the center of growth, which is 
the center of the spherical component, is necessarily determined in order to form the 
interface." (fmai Office Action, p. 4). 

As noted above, the claimed "center of growtJn'' is not merely the center of a spherical 
component. The final Office Action appears to be confused on this point. Appellant does 
describe that, in some embodiments, the method of identifying the center of growth may 
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include a hypothetical "sizing sphere" (130). (Appellant's specification, paragraph 0019). 
However, this sizing sphere is a theoretical construct, not a coiBpojoeat being interfaced. 
■ Consequently, as demonstrated herein, the claimed "center of growth" j.s not defined merely 
as the center of a spherical componenl being interfaced, as the Office Action has incorrectly 
concluded. 

When the ^'center of growiJb" is properly construed as disclosed and claimed by the 
AppelJanL there is absolutely no support on the record for the Action's unreasonable 
conclusion that "[i]t is inherent [in Higgins] that the center of growth, which is the center of 
the spherical component, is necessarily detenrxined in order to form the interface.'" (final 
Office Action, p. 4). Higgins does not inherently teach identifying a center of growth which 
is an "intersection of two or more planes which each includes a portion of one or more 
interface surfaces between components." (^'Appellant's specitl cation, paragraph 0020). 

Under the analysis required by Graham v. John Deere. 383 U.S. 1 (1966) to support a 
rejection under § 1 03, the scope and content of the prior art must first be determined, 
followed by an assessment of tlie differences between the prior ait and the claim at issue in 
view of the ordinary skill in the art. In the present case, the scope and content of the prior art, 
as evidenced by Piascik and Higgins. did not include the method recited in claim. The 
subject matter disclosed and claimed by Appellant appears to be entirely beyond the scope of 
the cited prior an. 

These difference between the cited prior ait and the claimed subject matter are 
significant because Appellant's claims provide a method of making an interface for a 
thermally cycled component assembly that minimizes or eliminates stress due to differential 
expansion rates of the components interfaced. (Appellant's specification, pai-agi*aph 001 7). 
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These advantages provided by Appellant's m&Lbods do not appear lo have been available in 
the prior aii. 

Consequently, Ptasctk and Higgins cannot support a rejection of any of Appellant' s 
claims under § 103(a) and Graham. Tlierefore, the rejection based on Piascik and Higgins 
should not be sustained. 

In view of the foregoing, it is submitted thai the final rejeciioj) of the pending claims 
is improper and should not be sustained- Therefore, a reversal of the Rejection of October 30, 
2007 is respectfully requested,. 



Steven L. Nichols. Esq. 

Managing Partner, Utah Office 

Rader Fishman &- Grauer PLLC 

River Park Corporate Center One 

1 0653 S. River Front Parkway, Suite 1 50 

South Jordan. Utah 84095 

(801) 572-8066 

(801) 572-7666 (fax) 



CERTIFICATE OF TRANSMISSION 

I hereby certify that this correspondence Is being transmitted to the Patent and Trademark . 
Office facsimile nurnber 571-273-8300 on February 18. 2008 . Number of Pages: 23 



Respectfully submitted. 





Steven L. Nichols 
Registration No. 40,326 



Rebecca^R. Schow 
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VIII> CLAIMS APlPENnTX 

1 - (original) A mecliod of forming an interface between components having 
djjTerent rates of volumetric expansion, said method comprising forming an interface surface 
of said interface with respect to a center of growth such that slippage occurs at said interface 
between said components during volumetric expansion. 

2. (originaj) The method of claim 1 . further comprismg: 
defining an axis of volumetric ex'pansion for a first component: 
projecting a sphere with a center on said axis; and 

defining tlie center of said sphere as said center of growth. 

3. (original) The method of claim 2. further comprising: 

projecting a perimeter of said first component onto said sphere to define a projection 
Hne; and 

foi-ming said interface surface based on a pluraiit\' of planes each of which incJudcs 
said center of growth, a point on said projection Hne and a tangent to that point on said 
projection line. 

4. (original) The method of claim 3: wherein said forming said interface 
surface further comprises forming said interface surface tangent to all of said planes in said 
plurality of planes. 
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(originaJ) 



Tlie method of claim 3. further comprising 



defining a. second axis of volumetric expansioji for a second component: 
projecting a sphere with a center on said second axis; and 
defining the center of said sphere as said center of growth. 

projecting a perimeter of said second component onto said sphere to define a second 
projection line: and 

forming a second interface surface in said assembly based on a plurality- of planes 
each of which includes said center of growth, a pojjat on said second projection linej and a 
tangent to that point on said second projection line. 

6. (original) The method of claim 5, wherein' said forming said interface 
surface further comprises formij.ig said interface surface tangent to all of said planes in said 
plurality of planes. 

7. (original) The method of claim 3. furtlier comprising forming a second 
component having a complimentar>' interface surface that is configured to interface with said 
interface surface. 

8- (original) The method of claim 7, wherein said complimentary interface 
surface of said second component substantially corresponds to said interface surface. 

9. (original) The method of claim 1 s wherein said components comprise 
components in a thcnnally cycled device. 
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1 0. (original) The melbod of claim 9, wberein $aid thermally cycled device 
comprises a fuel cell system. 



1 1 . (original) The method of claim 1 0, wberein said fbel celJ system 
comprises a solid oxide fuel cell system. 



12-31. (allowed) 



32-47. (cancelled) 
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IX. Evidence Appendix 



18 



PAGE 21/23 ' RCVD AT 2/t8/2008 4:13:19 PM [Eastern Standard Time] ' SVR:^^ 



02/18/2008 15:16' 18015727666 • RADER FISHMAN PAGE 22/23 



200311580-1 10/677,024 



X. Related Proceedings Appendix 

None 
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PAGE 22/23 ' RCVD AT 2/18/20D8 4:13:19 PM [Eastern Standard Tim^^ 



02/18/2008 15:18 18015727666 RADER FISHMAN PA6E 

200311580-1 10/677,024 

Xl. Certificate of Sftrvirp 

None 
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PAGE 23/23 ' RCVD AT 2/1812008 4:13:19 PM [Eastern Standard Time] ' SVR:USPT0€FXRF-4/11 * DNIS:2738300' CSID:18015727666 ' DURATION (min-$$):04-$8 



